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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claims 1 through 16, which are all of the clains

pending in this application.?

W REVERSE

2 Caiml was anended subsequent to the final rejection.
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BACKGROUND

The appellants' invention relates to a nethod and device
for web cutting in the forner of a paper nmachine. An
under st andi ng of the invention can be derived froma reading
of exenplary clains 1 and 8, which appear in the appendix to

the appel lants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Heys 2,857,822 Cct .
28, 1958

M yanot o 3, 556, 936 Jan. 19,

1971

Pet er son 3, 652, 390 Mar. 28,

1972

Clainms 1 through 16 stand rejected under 35 U.S.C. § 103

as being unpatentabl e over Peterson in view of M yanoto.

Clains 6, 7, 15 and 16 stand rejected under 35 U S. C. 8§
103 as bei ng unpat entabl e over Peterson in view of Myanbto as

appl i ed above, and further in view of Heys.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 15, mailed July 13, 1995) for the exam ner's conplete
reasoni ng in support of the rejections, and to the appellants
brief (Paper No. 14, filed June 1, 1995) for the appellants’

argunent s thereagainst.?

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification* and
clains, to the applied prior art references, and to the
respective positions articul ated by the appellants and the

exam ner. Upon evaluation of all the evidence before us, it

® The rejection of clains 1-7 under 35 U . S.C. § 112,
second paragraph, and the rejection of clains 1-16 under 35
US C 8 103 utilizing Nykopp as the primary reference have
been wi t hdrawn by the exam ner (see the Advisory Action (Paper
No. 10, nmiled March 14, 1995) and section (4) of the answer).

4 The appel |l ants have proposed an additional draw ng
(Figure 2) which has been approved by the exam ner in the
Advi sory Action. In accordance with 37 CFR 8 1.74, the
appel | ants shoul d anend the brief description of the draw ngs
(specification, p. 4) to refer to Figure 2.
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is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prim facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1 through 16
under

35 US.C. § 103. CQur reasoning for this determ nation

fol |l ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinm facie case of

obvi ousness i s established by presenting evidence that the
reference teachi ngs woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto nmake the proposed conbi nati on or ot her

nodi fication. See In re Lintner, 9 F.2d 1013, 1016, 173 USPQ

560, 562 (CCPA 1972). Furthernore, the conclusion that the

claimed subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in

the prior art or by know edge generally avail able to one of
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ordinary skill in the art that would have | ed that individua
to conbine the rel evant teachings of the references to arrive

at the clained invention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ@d 1596, 1598 (Fed. Cr. 1988). Rejections based
on

8§ 103 nust rest on a factual basis with these facts being
interpreted without hindsight reconstruction of the invention
fromthe prior art. The exam ner nmay not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968).

Wth this as background, we turn to the rejection of the

i ndependent cl ains on appeal (i.e., clains 1 and 8).

The exam ner determ ned (answer, p. 3) that

Pet erson teaches a twin wire fornmer wherein sharp edges
are defined by use of on [sic, one] wre having

i nper meabl e bands 30. Peterson on col. 1 |ines 13-25 and
col. 4 lines 10-15 teaches that separating the edges by a
thin jet of water is known, but that the band 30 is an
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i nprovenent thereover. Thus to use a thin jet of water

i nstead of the solution taught by Peterson woul d have

been prima facie obvious to one of ordinary skill in the

art, and to use such jet cutters on the formng rol

| ocati on woul d have been prima facie obvious, as this is

wher e i nperneabl e bands 30 are used, and especially since

M yanoto teaches the use of a water jet nozzle 10 on a

roll to trimpaper edges. Myanoto is seen to provide

notivation to use known water trimnozzl es against a

roll.

The appel |l ants argue (brief, pp. 6-10) that the subject
matter of clains 1 and 8 woul d not have been suggested by the
teachi ngs of Peterson and Myanoto. W agree for the reasons

set forth bel ow.

W agree with the examner that there is sufficient
notivation in the conbined teachi ngs® of Peterson and M yanoto
to have suggested providing a twn wire former with a
downstream water jet cutter to trimthe edges of the paper

web.® However, we see no teaching or notivation in the

® The test for obviousness is what the conbi ned teachings
of the references would have suggested to one of ordinary
skill in the art. See In re Young, 927 F.2d 588, 591, 18
USPQ2d 1089, 1091 (Fed. Cr. 1991) and In re Keller, 642 F. 2d
413, 425, 208 USPQ 871, 881 (CCPA 1981).

® This only results in atwin wire former that the
appel l ants have admtted (specification, pp. 1-2) is known in
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teachi ngs of the applied prior art that woul d have suggested
to one of ordinary skill in the art at the tinme the invention
was nmade to | ocate the water jet cutter at the form ng rol
where the paper web and the inner and outer fabrics together
wap the forming roll in a sandwi ch structure. Instead, it
appears to us that the examner relied on inpermssible

hi ndsi ght in reaching his obviousness determ nation. |n our
view, the teachings of Peterson and Myanoto relied upon by

t he exam ner as suggesting locating the water jet cutter at
the formng roll are only sufficient when conbined wth

i mper m ssi bl e hi ndsi ght.

Since all the |imtations are not taught or suggested by
the applied prior art, we will not sustain the 35 U S.C. § 103
rejection of independent clains 1 and 8, and of dependent

claims 2 through 7 and 9 through 16.7

the art.

" W have al so reviewed the Heys reference additionally
applied in the rejection of dependent clains 6, 7, 15 and 16
but find nothing therein which nakes up for the deficiencies
of Peterson and M yanoto di scussed above regarding clains 1
and 8.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
claims 1 through 16 under 35 U.S.C. 8 103 is reversed.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

MURRI EL E. CRAWORD
Adm ni strative Patent Judge
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